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Remarks 

The Office Action dated November 27, 2007 and made final has been carefully reviewed 
and the foregoing amendments are submitted in consequence thereof. 

Applicants believe that no extension of term is required and that no additional fee for 
claims is required. If any additional fee is required for an extension of term or claims, the 
Commissioner is hereby authorized to charge Deposit Account No. 01-2384. 

Claims 47-87 are now pending in the present application. It is respectfully submitted that 
the pending claims define allowable subject matter. 

Applicants will now consider the prior art rejections in the order set forth in the Office 

Action. 

1. Lu '344 in view of Miyoshi 

The rejection of claims 47-50, 52-64, 66-76 and 78-85 under 35 U.S.C. § 103(a) as being 
unpatentable over Lu (U.S. Patent No. 6,508,344) in view of Miysohi is respectfully traversed. 

A. Lu '344 is a description of the Applicants own work, not "prior art." 

Applicants generally maintain their position that the Lu '344 reference is not prior art that 
can be used to reject the present claims. The issues are many, but Applicants wish to focus on 
the 1.132 Declaration of record. Applicants position with respect to this declaration is directly 
supported by MPEP §§ 715.01(c) and 716.10. Copies of these MPEP sections are attached 
hereto for the convenience of the Examiner. 

The Office Action cites MPEP § 715.07 in support of the refusal to accept the declaration 
evidence of record. Applicants note that MPEP § 715.07 on its face applies to declarations of 
prior invention per 37 C.F.R. § 1.131. As such MPEP § 715.07 has no bearing on the 
Declaration submitted under 37 C.F.R. § 1.131. MPEP § 715.01(c) clearly states that the 
requirement of prior invention per 37 C.F.R. § 1.131 need not be met to disqualify a reference 
under 37 C.F.R. § 1.132. 
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Applicants again point out that M.P.E.P § 716.10 states that an uncontradicted, 
unequivocal statement that the Applicants invented the subject matter disclosed in a patent will 
be accepted as establishing inventorship. Applicants have certainly made such a statement and 
supported it with evidence. Applicants note that 1.132 submissions have been upheld by the 
courts having a lesser evidentiary showing than Applicants have supplied in the present case and 
are puzzled by the reluctance of the Office to accept the present 1.132 declaration and evidence. 
The Office is invited to consider In re Debaun , 214 USPQ 933 (CCPA 1982) that is cited in 
MPEP § 716.10. A copy of In re Debaun is attached for the Examiner's convenience. 

As noted in In re Debaun , when faced with a 1.132 Declaration of the type at issue here, 
the proper subject of inquiry is what the evidence shows regarding who invented the subject 
matter disclosed by the reference relied upon to support the rejection. The Applicants must 
provide satisfactory evidence, in light of the total circumstances of the case, that the reference 
reflects their own work. There is no requirement that the inventors be the one to reduce the 
invention to practice so long as the reduction was done on their behalf. The court in In re 
Dabaun found that an Applicant's unequivocal declaration that he conceived of anything in the 
reference relied upon to support the rejection that would suggest his invention claimed in his 
application was satisfactory evidence to remove the reference relied upon as prior art and 
overcome the rejection. 

MPEP § 716.10, consistently with In re Debaun , states that a statement that the 
Applicants invented the subject matter disclosed in a patent may be insufficient when there is 
evidence to the contrary, but this clearly does not apply to the present prosecution. The Office 
has not provided, nor has it been provided with, any evidence to contradict, or even reasonably 
call into question, the unequivocal statement in the 1.132 Declaration that the Lu reference is a 
description of Applicants own prior work. Applicants therefore request that, pursuant to the 
provisions of M.P.E.P § 716.10, that the Office does accept the 1.132 declaration and withdraw 
any rejection relying upon the Lu '344 reference. 

The Office Action on page 5 states that the Exhibit fails to show an actual reduction to 
practice and fails to show aspects of the invention claimed. MPEP §§ 715.01(c) and 716.10, and 
also In re Debaun , nowhere require evidence of a reduction to practice to disqualify a reference 
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as prior art under Rule 1.132. Indeed, the court in In re Debaun held that is legal error to focus 
on the invention being claimed by the Applicants, and also held that a reduction to practice by 
the inventor is not required to successfully remove a reference from the prior art under Rule 
1.132. 

Applicants again point out the applicable authority requires Applicants to make only a 
satisfactory showing that would lead to a reasonable conclusion that Applicants invented the 
subject matter disclosed in the Lu reference. Absent some evidence to the contrary, the Office 
should accept simply accept the factual statements and supporting evidence in their entirety 
under Rule 1.132. 

For at least the reasons discussed above, the Office is believed to have improperly 
refused to accept the 1.132 declaration that is sufficient to overcome any rejection that relies 
upon the Lu '344 patent. 

Applicants also generally maintain their position the Lu '344 patent is also disqualified as 
prior art in light of the 1.131 Declaration of record for the reasons detailed in Applicants 
previous responses, and believe that the Office's refusal to accept the 1.131 Declaration is also in 
error. Applicants reserve the 1.131 issues for appeal if necessary, but do not presently believe 
that the 1.132 Declaration is necessary to overcome any rejection based upon the Lu '344 
reference in view of the Applicants position with respect to the 1.132 Declaration. 

B. The cited art does not render the claims obvious. 

Applicants' position that the teaching of the references does not support a prima facie 
case of obviousness is also maintained and preserved for purposes of appeal if necessary. The 
Office Action asserts that Applicants have attached the references individually, whereas the 
rejections are based on combinations of references. In reply, Applicants respectfully submit that 
the Office has mischaracterized Applicants arguments. The prior art must be evaluated as a 
whole for what it suggests to persons in the art, and Applicants have merely pointed out 
differences among the references that indicate that the art as a whole is not suggestive of the 
invention presently being claimed. The Federal Circuit has held that: 
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It is impermissible ... to pick and choose from any one reference only so much of 
it as will support a given position, to the exclusion of other parts necessary to the 
full appreciation of what such reference fairly suggests to one of ordinary skill in 
the art. 

In re Wesslau , 147 USPQ 391, 393 (CCPA 1965). See also , Smithkline Diagnostics, Inc. v. 
Helena Laboratories, Corp. , 8 USPQ2d 1468, 1475 (Fed. Cir. 1988) ("claims, entire prior art, and 
prior art patents must be read 'as a whole'"). If art "teaches away" from a claimed invention, 
such a teaching supports the nonobviousness of the invention. U.S. v. Adams , 148 USPQ 479 
(1966); Gillette Co. v. S.C. Johnson & Son. Inc. , 16 USPQ2d 1923, 1927 (Fed. Cir. 1990). 

The Office Action accuses the Applicants of ignoring teachings from the references, but 
Applicants submit that it is the Office that is doing this, not the Applicants. The Federal Circuit 
has held that: 

The consistent criterion for determination of obviousness is whether the 
prior art would have suggested to one of ordinary skill in the art that [the 
invention] should be carried out and would have a reasonable likelihood of 
success, viewed in the light of the prior art. See Burlington Industries v. 
Quigg , 822 F.2d 1581, 1583, 3 USPQ2d 1436, 1438 (Fed. Cir. 1987); In 
re Hedges , 783 F.2d 1038, 1041, 228 USPQ 685, 687 (Fed. Cir. 1987); 
Orthopedic Equipment Co. v. United States , 702 F.2d 1005, 1013, 217 
USPQ 193, 200 (Fed. Cir. 1983); In re Rinehart , 531 F.2d 1048, 1053-54, 
189 USPQ 143, 148 (CCPA 1976). Both the suggestion and the 
expectation of success must be founded in the prior art, not in the 
applicant's disclosure. In determining whether such a suggestion can 
fairly be gleaned from the prior art, the full field of the invention must be 
considered; for the person of ordinary skill is charged with knowledge of 
the entire body of technological literature, including that which might lead 
away from the claimed invention. , . . Evidence that supports, rather than 
negates, patentability must be fairly considered. 

In re Dow Chemical Co. . (5USPQ2d 1529 at 1531-1532 (Fed. Cir. 1988) (emphasis added). 
Consistent with this law, Applicants have pointed out numerous examples of the cited art 
disclosing different structures producing different functions and results than the presently 
claimed invention, that point away from any conclusion of obviousness in a considered analysis. 
Applicants have pointed out examples failure of the cited to teach all the recitations claimed. 
And examples of teaching in the references that support patentability of the claims. Rather than 
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being misleading as the Office Action suggests, consideration of such evidence is a required part 
of the obviousness analysis. The U.S. Supreme Court in KSR was careful to note this as an 
important part of the obviousness analysis, and also carefully cautioned against hindsight 
reasoning in the analysis. It appears that the Office is selectively culling elements from prior art 
references and using them, with hindsight, to reconstruct the invention now being claimed. 

Applicants accordingly request that the rejection of claims 47-50, 52-64, 66-76 and 78-85 
be withdrawn. 

2. Lu '344 in view of Miyoshi and either Dean or Murphy 

The rejection of claims 47-50, 52-64, 66-76, and 78-85 under 35 U.S.C. § 103(a) as being 
unpatentable over Lu '344 in view Miyoshi and either of Dean (3,335,075) or Murphy 
(4,368,835) is respectfully traversed. 

Applicants again submit that Lu '344 has been properly disqualified as prior art that can 
be used to reject the claims, and any rejection relying upon Lu '344 is accordingly overcome as a 
matter of procedure. 

Additionally, Applicants again submit, for the reasons made of record by the Applicants, 
that the combination of Lu and Miyoshi and either of Dean or Murphy does not present a prima 
facie case of obviousness of the subject matter presently claimed. Applicants preserve these 
arguments for appeal if necessary. 

Applicants accordingly request that the § 103(a) rejection of claims 47-50, 52-64, 66-76, 
and 78-85 be withdrawn. 

3. Lu '344 in view of Chen '951 or Chen '790 

The rejection of claims 51, 65, 77, 86, and 87 under 35 U.S.C. § 103(a) as being 
unpatentable over Lu '344 in view of Chen (6,591,951) or Chen (6,434,790) is respectfully 
traversed. 
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Applicants again submit that Lu '344 has been properly disqualified as prior art that can 
be used to reject the claims, and any rejection relying upon Lu '344 is accordingly overcome as a 
matter of procedure. 

Applicants note that claims 51, 65, 77, 86, and 87 are all dependent claims, and their 
respective base claims are submitted to be patentable for the reasons explained above. Chen 
'790 and Chen '951 are cited in the Office Action for their teaching a single pole constructions, 
but notably fail to teach other aspects of the present claims. For example, Chen '790 states that 
hand grip may be swiveled, but fails to describe, illustrate or explain how that might be 
accomplished, and also fails to disclose any locking feature that would cure the deficiencies of 
Lu with respect to claims 47, 61, and 74 discussed above. None of Chen '790, Chen '951 or Lu 
'344 disclose the curvature of the arms recited in claims 47, 62 and 64. It is therefore submitted 
that these claims are patentable over Lu '344 in view of Chen '951 or Chen '790, and when the 
recitations of claims 51, 65, 77, 86, and 87 are considered in combination with the recitations of 
their base claims, claims 51, 65, 77, 86, and 87 are likewise submitted to be patentable. 

Applicants accordingly request that the § 103(a) rejection of claims 51, 65, 77, 86, and 87 
be withdrawn. 

4. Chen '951 in view of Miyoshi and Dean or Lu '344 

The rejection of claims 47-60 and 74-86 under 35 U.S.C. § 103(a) as being unpatentable 
over Chen '951 in view of Miyoshi and Dean or Lu '344 is respectfully traversed. 

Applicants again submit that Lu '344 has been properly disqualified as prior art that can 
be used to reject the claims, and any rejection relying upon Lu '344 is accordingly overcome as a 
matter of procedure. 

Applicants respectfully traverse the notion that Chen '951 discloses all claimed 
recitations except for the non-extendable portion. This is simply not accurate. For example, 
Chen '951 clearly does not disclose at least the recitations of "the axial length of the arm being 
curved outwardly away from the piece of baggage when in the extended position so that the 
distal end is laterally spaced a further distance measured from a center axis of the piece of 
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baggage than the proximal end" in independent claim 47 and the recitations of "a curved arm 
slideably received within the non-extendable portion and movable relative to the non-extendable 
portion along a curved telescoping path between a retracted position and an extended position" 
and the "towing handle being positioned forward of the base and not positioned over the base 
when the curved arm is in the extended position" in independent claim 74. 

Miyoshi is cited for teaching a non-extendable portion, but Applicants submit that the 
teaching in Miyoshi directly contradicts and teaches away from the recitations noted above in 
independent claims 47 and 74. As Applicants have explained in detail on the record, Miyoshi 
teaches precisely an opposite construction to that recited in claims 47 and 74 to accomplish 
different objectives and purposes and to achieve different results. It is therefore respectfully 
submitted that the combination of Chen '951 and Miyoshi therefore fails to present a prima facie 
case of obviousness. 

Dean is cited for teaching a curved support structure to accommodate a user's back. 
Notably, however, neither independent claim 47 or 74 defines the invention in relation to the 
curvature of a user's back. Dean discloses only a rigid pack frame, and not the pack itself, and 
contrary to the assertion otherwise, none of the other cited references in the rejection discuss 
carriage of a bag on a user's back. Dean neither describes a piece of baggage nor a towing 
member, and consequently is not believed to suggest the invention being claimed in any manner 
whatsoever. Because Dean is completely silent on material aspects of the invention claimed, it 
neither cures the deficiencies of Chen '951 nor resolves the incompatibility of the disclosure of 
Miyoshi with respect to the subject matter being claimed. 

The present rejection that relies upon Chen '951 that fails to disclose certain features of 
independent claims 47 and 74, Miyoshi that contradicts at least certain features of independent 
claims 47 and 74, and Dean that is completely silent regarding the overall subject matter recited 
in independent claims 47 and 74, is respectfully submitted to fail to present a prima facie case of 
obviousness of independent claims 47 and 74, as well as their dependent claims. 

Applicants accordingly request that the § 103(a) rejection of claims 47-60 and 74-86 be 
withdrawn. 
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D. Conclusion 



In view of the foregoing amendments and remarks, all the claims now active in this 
application are believed to be in condition for allowance. Reconsideration and favorable action 
is respectfully solicited. 

Respectfully Submitted, 




Bruce T. Atkins, Reg. No.: 43,476 
ARMSTRONG TEASDALE LLP 
One Metropolitan Square, Suite 2600 
St. Louis, Missouri 63102-2740 
(314) 621-5070 
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EXAMINATION OF APPLICATIONS 



715.01(d) 



application publication should not be required but, if 
submitted, may be accepted by the examiner. 

Although affidavits or declarations submitted for 
the purpose of establishing that the reference discloses 
applicant's invention are properly filed under 37 CFR 
1.132, rather than 37 CFR 1.131, such affidavits sub- 
mitted improperly under 37 CFR 1.131 will be con- 
sidered as though they were filed under 37 CFR 1.132 
to traverse a ground of rejection. In re Facius, 
408 F.2d 1396, 161 USPQ 294 (CCPA 1969). 

715.01(b) Reference and Application 
Have Common Assignee 

The mere fact that the reference patent or applica- 
tion publication which shows but does not claim cer- 
tain subject matter and the application which claims it 
are owned by the same assignee does not avoid the 
necessity of filing an affidavit or declaration under 
37 CFR 1.131, in the absence of a showing under 
37 CFR 1.132 that the patentee derived the subject 
matter relied on from the applicant (MPEP § 716.10). 
The common assignee does not obtain any rights in 
Shis regard by virtue of common ownership which he 
or she would not have in the absence of common 
ownership. In re Frilette, 412 F.2d 269, 162 USPQ 
163 (CCPA 1969); Pierce v. Watson, 275 F.2d 890, 
124 USPQ 356 (D.C. Cir. 1960); In re Beck, 155 F.2d 
398, 69 USPQ 520 (CCPA 1946). Where, however, a 
rejection is applied under 35 U.S.C. 102(f)/103 or 
35 U.S.C. 102(g)/103, or, in an application filed on or 
after November 29, 1999, under 35 U.S.C. 102(e)/103 
using the reference, a showing that the invention 
was commonly owned, or subject to an obligation of 
assignment to the same person, at the time the later 
invention was made would preclude such a rejection 
or be sufficient to overcome such a rejection. See 
MPEP § 706.02(1) and § 706.02(1)(1). 

715.01(c) Reference Is Publication of Ap- 
plicant's Own Invention [R-2] 

Unless it is a statutory bar, a rejection based on a 
publication may be overcome by a showing that it was 
published either by applicant himself/herself or on 
his/her behalf. Since such a showing is not made to 
show a date of invention by applicant prior to the date 
of the reference under 37 CFR 1.131, the limitation in 
35 U.S.C. 104 and in 37 CFR 1.131(a)(1) that only 



acts which occurred in this country or in a NAFTA or 
WTO member country may be relied on to establish a 
date of invention is not applicable. Ex parte Lemieux, 
115 USPQ 148, 1957 CD. 47, 725 O.G. 4 (Bd. App. 
1957); Ex parte Powell, 1938 CD. 15, 489 O.G. 231 
(Bd. App. 1938). See MPEP § 716.10 regarding 37 
CFR 1.132 affidavits submitted to show that the refer- 
ence is a publication of applicant's own invention. 



I. < CO-AUTHORSHIP 

Where the applicant is one of the co-authors of a 
publication cited against his or her application, he or 
she may overcome the rejection by filing an affidavit 
or declaration under 37 CFR 1.131. Alternatively, the 
applicant may overcome the rejection by filing a spe- 
cific affidavit or declaration under 37 CFR 1.132 
establishing that the article is describing applicant's 
own work. An affidavit or declaration by applicant 
alone indicating that applicant is the sole inventor and 
that the others were merely working under his or her 
direction is sufficient to remove the publication as a 
reference under 35 U.S.C. 102(a). In reKatz, 687 F.2d 
450, 215 USPQ 14 (CCPA 1982). 



II. < DERIVATION 

When the unclaimed subject matter of a patent, 
application publication, or other publication is appli- 
cant's own invention, a rejection;*, which is not a stat- 
utory bar,< on that patent or publication may be 
removed by submission of evidence establishing the 
fact that the patentee, applicant of the published appli- 
cation, or author derived his or her knowledge of the 
relevant subject matter from applicant. Moreover 
applicant must further show that he or she made the 
invention upon which the relevant disclosure in the 
patent, application publication, or other publication is 
based. In re Mathews, 408 F.2d 1393, 161 USPQ 276 
(CCPA 1969); In re Facius, 408 F.2d 1396, 161 USPQ 
294 (CCPA 1969). 

715.01(d) Activities Applied Against the 
Claims 

Unless it is a statutory bar, a rejection based on an 
activity showing that the claimed invention was used 
or known prior to the filing date of the application 
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716.10 



Affidavits or declarations presented to show that 
the disclosure of an application is sufficient to one 
skilled in the art are not acceptable to establish facts 
which the specification itself should recite. In re 
Buchner, 929 F.2d 660, 18 USPQ2d 1331 (Fed. Cir. 
1991) (Expert described how he would construct ele- 
ments necessary to the claimed invention whose con- 
struction was not described in the application or the 
prior art; this was not sufficient to demonstrate that 
such construction was well-known to those of ordi- 
nary skill in the art.); In re Smyth, 189 F.2d 982, 
90 USPQ 106 (CCPA 1951). 

Affidavits or declarations purporting to explain the 
disclosure or to interpret the disclosure of a pending 
application are usually not considered. In re 
Oppenauer, 143 F.2d 974, 62 USPQ 297 (CCPA 
1944). But see Glaser v. Strickland, 220 USPQ 446 
(Bd. Pat. Int. 1983) which reexamines the rationale on 
which In re Oppenauer was based in light of the Fed- 
eral Rules of Evidence. The Board stated as a general 
proposition "Opinion testimony which merely pur- 
ports to state that a claim or count, is 'disclosed' in an 
application involved in an interference . . . should not 
be given any weight. Opinion testimony which pur- 
ports to state that a particular feature or limitation of a 
claim or count is disclosed in an application involved 
in an interference and which explains the underlying 
factual basis for the opinion may be helpful and can 
be admitted. The weight to which the latter testimony 
may be entitled must be evaluated strictly on a case- 
by-case basis." 

716.10 Attribution 

Under certain circumstances an affidavit or declara- 
tion may be submitted which attempts to attribute 
an activity, a reference or part of a reference to the 
applicant. If successful, the activity or the reference is 
no longer applicable. When subject matter, disclosed 
but not claimed in a patent application filed jointly by 
S and another, is claimed in a later application filed by 
S, the joint patent or joint patent application publica- 
tion is a valid reference available as prior art under 
35 U.S.C. 102(a), (e), or (f) unless overcome by affi- 
davit or declaration under 37 CFR 1.131 showing 
prior invention (see MPEP § 715) or an unequivocal 
declaration by S under 37 CFR 1.132 that he or she 
conceived or invented the subject matter disclosed in 
the patent or published application. Disclaimer by the 



other patentee or other applicant of the published 
application should not be required but, if submitted, 
may be accepted by the examiner. 

Where there is a published article identifying the 
authorship (MPEP § 715.01(c)) or a patent or an 
application publication identifying the inventorship 
(MPEP § 715.01(a)) that discloses subject matter 
being claimed in an application undergoing examina- 
tion, the designation of authorship or inventorship 
does not raise a presumption of inventorship with 
respect to the subject matter disclosed in the article or 
with respect to the subject matter disclosed but not 
claimed in the patent or published application so as to 
justify a rejection under 35 U.S.C. 102(f). 

However, it is incumbent upon the inventors named 
in the application, in response to an inquiry regarding 
the appropriate inventorship under 35 U.S.C. 102(f) 
or to rebut a rejection under 35 U.S.C. 102(a) or (e), 
to provide a satisfactory showing by way of affidavit 
under 37 CFR 1.132 that the inventorship of the appli- 
cation is correct in that the reference discloses subject 
matter derived from the applicant rather than invented 
by the author, patentee, or applicant of the published 
application notwithstanding the authorship of the arti- 
cle or the inventorship of the patent or published 
application. In re Katz, 687 F.2d 450, 455, 215 USPQ 
14, 18 (CCPA 1982) (inquiry is appropriate to clarify 
any ambiguity created by an article regarding inven- 
torship and it is then incumbent upon the applicant to 
provide "a satisfactory showing that would lead to a 
reasonable conclusion that [applicant] is the ... inven- 
tor" of the subject matter disclosed in the article and 
claimed in the application). 

An uncontradicted "unequivocal statement" from 
the applicant regarding the subject matter disclosed in 
an article, patent, or published application will be 
accepted as establishing inventorship. In re DeBaun, 
687 F.2d 459, 463, 214 USPQ 933, 936 (CCPA 1982). 
However, a statement by the applicants regarding 
their inventorship in view of an article, patent, or pub- 
lished application may not be sufficient where there is 
evidence to the contrary. Ex parte Kroger, 218 USPQ 
370 (Bd. App. 1982) (a rejection under 35 U.S.C. 
102(f) was affirmed notwithstanding declarations by 
the alleged actual inventors as to their inventorship in 
view of a nonapplicant author submitting a letter 
declaring the author's inventorship); In re Carreira, 
532 F.2d 1356, 189 USPQ 461 (CCPA 1976) (dis- 
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214 USPQ 933 
In re DeBaun 
U.S. Court of Customs and Patent Appeals 

No. 82-530 
Decided August 27, 1982 
687 F2d 459 

Headnotes 

PATENT 

[1] Affidavits ~ Anticipating references (Rule 131) (► 12.3) 

Declarations that fail to allege facts showing necessary diligence and/or reduction to practice of claimed 
invention are insufficient under Patent Rule 131. 

[2] Patentability ~ Anticipation ~ Patents ~ In general (► 51.2211) 

Patent to applicant and another that issued less than one year before filing date of applicant's original 
patent application is only available as reference if pertinent disclosure is not applicant's sole work. 

[3] Patentability ~ Anticipation ~ Patents -- In general (>_5 1.2211 ). 

Proper subject of inquiry is what evidence showed as to who invented subject matter disclosed by 
reference relied on to support rejection and not whether declarations supported applicant's assertion of 
inventorship of presently claimed improvement. 

[4] Applicants for patent — In general (► 14.1) 

Existence of combination claims does not evidence inventorship by patentee of individual elements or sub- 
combinations of them if latter are not separately claimed apart from combination; inventor of combination 
may not have invented any element much less each of elements. 

[5] Interference — Conception of invention (► 41.10 ), 

Interference ~ Reduction to practice ~ In general (► 41,751) 

Although completed invention requires both conception and reduction to practice, there is no requirement 
that inventor be one to reduce invention to practice so long as reduction to practice was done on his 
behalf. 

Particular Patents 

Particular patents ~ Velocity Equalizer 

DeBaun, Fluid Velocity Equalizing Apparatus, rejection of claims 9 and 10 reversed. 
Case History and Disposition 

Appeal from the Patent and Trademark Office Board of Appeals. 

Application for patent of Kenneth W. DeBaun, Serial No. 952,695, to reissue Patent No. 3,964,519, filed Nov. 
18, 1974. From decision rejecting claims 9 and 10, applicant appeals. Reversed; Miller, Judge, concurring with 
opinion. 
Attorneys 

Ernest M. Anderson, San Francisco, Calif., for appellant. 

Joseph F. Nakamura and Henry W. Tarring, II for Patent and Trademark Office. 
Judge 
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Before Markey, Chief Judge, and Rich, Baldwin, Miller, and Nies, Associate Judges. 

Opinion Text 

Opinion By: 

Nies, Judge. 

This appeal is from the decision of the Patent and Trademark Office (PTO) Board of Appeals (board) sustaining 
the rejection of claims 9 and 10 in application Serial No. 952,695 for reissue of Patent No. 3,964,519 filed 
November 18, 1974, for "Fluid Velocity Equalizing Apparatus." The rejection was for obviousness under 35 
USC 103 1 in view of a disclosure in a patent issued to appellant and Noll less than one year prior to 
November 18, 1974. The board held that the reference may be used against appellant. We reverse. 

1 35 USC 103 provides: 

A patent may not be obtained though the invention is not identically disclosed or 
described as set forth in section 102 of this title, if the differences between the subject 
matter sought to be patented and the prior art are such that the subject matter as a 
whole would have been obvious at the time the invention was made to a person having 
ordinary skill in the art to which said subject matter pertains. Patentability shall not be 
negatived by the manner in which the invention was made. 



Background 

The invention "relates generally to apparatus for conditioning the flow pattern [of] fluids flowing in conduits * 
* * particularly * * * for equalizing the velocity profile of fluid flowing in a conduit." The invention is stated to 
be "useful in the type of apparatus 

Page 934 

disclosed in U.S. Patent 3,842,678 issued to Kenneth W. DeBaun and Robert W. Noll on October 22, 1974." 
The DeBaun and Noll patent C678 patent) filed June 1, 1973, is the sole reference forming the basis of the 
examiner's rejection. 

The claims of the present application are directed specifically to the "equalizer honeycomb section 4." 2 Claim 

9 is representative. 

2 The only drawing in appellant's application, shown below, is identical, except for numbering, to Fig. 6 of 
the '678 patent, and shows the equalizer honeycomb section 4 in an air duct 2. The duct is part of the air 
sampling system claimed in the '678 patent. 

Tabular, graphic, or textual material set at this point is not available. Please consult hard copy or call BNA 
at 1-800-372-1033. 



9. Apparatus for equalizing the velocity of flowing fluid including duct means defining a flowing 
stream of fluid; at least one open-ended honeycomb equalizing section substantially coaxial with said 
duct means, intercepting and conducting the fluid therethrough, said honeycomb section having a 
plurality of parallel passages across substantially the entire duct cross-section wherein the ratio of 
surface area of each passage to the cross-sectional area of each passage is at least 30 and the end of 
the honeycomb facing the stream of fluid is curved to flatten the velocity profile of the stream. 
[Emphasis ours.] 

The examiner rejected the claims under 3 5 USC 103 in view of the '678 patent. The '678 patent and the 
subject application disclose an identical passageway with an equalizer honeycomb section by the '678 patent 
neither describes nor claims the equalizer honeycomb section's ratio of surface area to cross-sectional area. 
Further, the reference claims a complete air sampling system including the passageway containing the basic 
equalizer honeycomb section as shown above while appellant claims only the passageway containing the 
improved equalizer honeycomb section. 

Appellant concedes that the equalizer honeycomb section of the '678 patent is "essentially constructed in 
accordance with applicant's invention." He further concedes, for purposes of appeal, that the relationship of 
surface area to cross-sectional area is "part of the teaching of [the '678 patent] or would be obvious in view 
thereof." 

To overcome the rejection, the examiner required that appellant file an affidavit under Rule 131 1 and an 

affidavit by Noll disclaiming inventorship of the basic eq ualizer honeycomb section. 

3 Rule 131, 37 CFR 1.131 provides: 

(a) When any claim of an application is rejected on reference to a domestic patent which 
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substantially shows or describes but does not claim the rejected invention, or on 
reference to a foreign patent or to a printed publication, and the applicant shall make 
oath or declaration as to facts showing a completion of the invention in this country 
before the filing date of the application on which the domestic patent issued, * * * or 
before the date of the printed publication, then the patent or publication shall not bar 
the grant of a patent to the applicant, unless the date of such patent or printed 
publication be more than one year prior to the date on which the application was filed in 
this country, [Emphasis ours.] 



No affidavit by Noll was submitted to comply with the examiner's requirement. Instead, appellant's attorney 
filed a declaration stating, inter alia, that "he is informed and believes" that Noll's whereabouts are not known 
to Air Monitor Corporation. 4 Noll was an employee of Air Monitor Corp. as the time the application for the '678 
patent was filed but has since left its employ. 

4 Appellant's application is assigned to Air Monitor Corp. of which appellant is president. Apparently, 
appellant's attorney has formed his "belief" on information gained solely from discussion with appellant. 
Appellant has filed to indicate why he did not simply include the information in his own declaration. Since 
we hold that Noll's disclaimer is unnecessary, we need not evaluate the weight to be given to the 
attorney's declaration with respect to statements more appropriately made by appellant. 



Appellant also filed that following declaration: 
I, KENNETH W. DEBAUN, declare as follows: 

1. I am the inventor and applicant of the invention entitled "FLUID VELOCITY EQUALIZING 
APPARATUS", disclosed and claimed in U.S. Application Serial No. 952,695 filed October 19, 1978. 

2. The invention described and claimed in said application was conceived by me prior to June 1, 
1973, as evidenced by the following facts which are of my own knowledge: 

(a) Attached hereto[ 5 ] as an exhibit is a drawing No. 73-315, dated 3-15-73, which illustrates a 
velocity profile development of an apparatus having open-ended honeycomb velocity equalizing 
sections as originally conceived by me; that in accordance with my conception, the drawing shows an 
open-ended honeycomb equalizing section substantially coaxial with a fluid duct, said honeycomb 
sections having a plurality of parallel passages across substantially the en 

Page 935 

tire duct cross section, the ratio of surface area of each passage to the cross-sectional area of each 
passage at least 30, the end of the honeycomb facing the stream of fluid being curved to flatten the 
velocity profile of the stream. In addition, the length of the parallel passages, as shown, vary over 
the cross-sectional area of said conduit to equalize the fluid flow velocities across the cross-sectional 

area of the conduit; 

£ We do not consider it necessary to include drawing No. 73-315. 



(b) Drawing No. 73-315 was given to patent counsel for purposes of preparing a patent application on 
an isokinetic sampling system of which I am coinventor with Robert W. Noll, said application having 
been filed on June 1, 1973, and resulted in U.S. Patent No. 3,842,678, issued October 22, 1974. 

(c) Insofar as the invention of my pending application Serial No. 952,695 is suggested by drawing No. 
73-315, or by anything contained in U.S. Patent No. 3,842,678, it was originally conceived by me and 
described to patent counsel prior to June 1, 1973. 

3. That my invention as covered by claims of U.S. Application Serial No. 952,695 was described in the 
specification of U.S. Patent No. 3,842,678 merely to comply with the requirements of 35 USC § .112, 
under the advise [sic] of applicant's attorneys. 

The examiner maintained the rejection, concluding that appellant's declaration was insufficient under Rule 131 
to overcome the reference. 

The board sustained the §103 rejection. While agreeing with appellant that Noll's disclaimer should not be 
required, the board concluded: 

we do not find that the declarations are sufficient to show that the appellant is solely the inventor of 
the subject matter claimed by this application. 
On rehearing, the board rephrased its conclusion: 

We are still of the opinion that the declaration on file are not sufficient to show that the appellant is 
the inventor of the subject matter claimed by this application as necessary to overcome a Section 103 
rejection based upon the earlier patent. 
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Opinion 
I . 

[ 1 ] We agree with the examiner and the board that appellant could overcome, or "antedate," the '678 patent 
with a proper Rule 131 declaration. In re Facius, 56 CCPA 1348, 1355, 408 F.2d 1396 , 1404, 161 USPO 294 , 
300 (1969). We also agree that the declarations herein are insufficient under Rule 131 as they fail to allege 
facts showing the necessary diligence and/or reduction to practice of the invention now claimed. £ See In re 
Harry, 51 CCPA 1541, 333 F.2d 920 , 142 USPO 164 (1964). However, the examiner erred in concluding that a 
Rule 131 affidavit is the only way of overcoming the rejection made in this case. See, e.g., In re Land, 54 
CCPA 806, 825, 368 F.2d 866 . 879-80, 151 USPO 621 , 633 n. 11 (1966). 

fi Appellant has stated that he is unable to submit a declaration complying with the requirements of Rule 
131. 



In In re Katz, Appeal No. 82-521, issued concurrently, we have reaffirmed that an applicant's own work, even 
though publicly disclosed prior to his application, may not be used against him as a reference, absent the 
existence of a time bar to his application. 

[ 2 ] Thus, the '678 patent to applicant and Noll, having issued less than one year before the filing date of 
appellant's original '519 patent application, is only available as a reference if the pertinent disclosure is not the 
sole work of appellant. As in Katz, supra, the specific issue raised by this appeal is an evidentiary one. 

II . 

While the board recognized that the declarations filed herein under Rule 132 1 must be considered, see Facius, 
56 CCPA supra at 1352, 408 F.2d at 1402, 161 USPO at 297 n.4, the board did not, in our view, focus on the 
significant question. 

1 Rule 132, 37 CFR 1.132 provides: 

When any claim of an application is rejected on reference to a domestic patent which 
substantially shows or describes but does not claim the invention, or on reference to a 
foreign patent, or to a printed publication * * * affidavits or declarations traversing 
these references * * * may be received. 



[ 3 ] The board tested the declarations to determine whether they supported appellant's assertion of 
inventorship of the improved equalizer honeycomb section here claimed. That was error. 

[T]he proper subject of inquiry was * * * what the evidence showed as who invented the subject 
matter disclosed by [the reference] which was relied on to support the rejection. [In re Land, 54 
CCPA at 825, 368 F.2d at 879-80, 151 USPO at 633 n.ll (emphasis in original).] 

The only question raised by the rejection is whether appellant invented the relevant disclosure in the '678 

patent. 
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III . 

[ 4 ] The '678 patent is silent with respect to who invented the basic equalizer honeycomb section itself, and 
we do not presume that it is the invention of appellant and Noll jointly or of either of them. 

[T]he existence of combination claims does nor evidence inventorship by the patentee of the 
individual elements or sub-combinations thereof if the latter are not separately claimed apart from 
the combination. It is clear that the inventor of a combination may not have invented any element of 
that combination, much less each of the elements. [In re Facius, supra at 1358, 408 F.2d at 1406, 
161 U SJP£Ut301]. 

As in Katz, supra, the question of whether appellant is the sole inventor was properly raised by the PTO, and it 
was incumbent on appellant to provide satisfactory evidence, in light of the total circumstances of the case, 
that the reference reflected his own work. In re Facius, supra; In re Land, supra. 

In Facius, the court concluded that the affidavits filed there did not sufficiently support Facius's contentions 
that he invented subject matter disclosed in the reference patent issued to another sole inventor, noting that 
the affidavits did not contain any statement that Facius was the inventor of such subject matter. In contrast, 
appellant's declaration here states that he originally "conceived" that basic equalizer honeycomb section 
disclosed in the '678 patent and in drawing No. 73-315. 

t 5 ] Although the law is well settled that a completed invention requires both conception and reduction to 
practice, there is no requirement that the inventor be the one to reduce the invention to practice so long as 
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the reduction to practice was done on his behalf. Litchfield v. Eigen, 535 F.2d 72 , 76, 190 USPO 113 , 116 
(CCPA 1976). The filing by appellant and Noll of the application for the '678 patent was a constructive 
reduction to practice of the air sampling system including the passageway which contained the basis equalizer 
honeycomb section, which inures to appellant's benefit as one of the named inventors in the '678 patent. The 
question, then, is whether what was constructively reduced to practice was appellant's own conception. On the 
basis of the record here, which includes appellant's unequivocal declaration that he conceived anything in the 
'678 patent disclosure which suggests the invention claimed in his present application, that question has been 
satisfactorily answered. 

We conclude that the board erred in upholding the rejection based on the '678 patent in view of appellant's 
showing that the basic equalizer honeycomb section is appellant's own invention. 

Reversed . 

Concurring Opinion Text 

Concurrence By: 

Miller, Judge, concurring. 

I agree with the majority's holding that Noll's disclaimer is unnecessary; also, with its statement that we do 
not presume that the equalizer honeycomb section is the invention of appellant and Noll jointly or of either of 
them in light of the quoted language from In re Facius. Appellant's declaration sets forth his conception on or 
before March 15, 1973, well before the filing date of the DeBaun and Noll '678 patent, and other facts 
supported by exhibits which justify a conclusion that DeBaun was the sole inventor of the subject matter 
claimed in the present application. Thus, this case is readily distinguished from the facts in In re Katz, No. 82- 
521 (CCPA August 27, 1982), wherein I have filed my dissent. See In re Land, 54 CCPA 806, 823, 368 F.2d , 
866 , 878, 151 USPO 621 . 632 (1966). 

- End of Case - 
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